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DETAILED ACTION 

Claim Objections 

1 . The numbering of claims is not in accordance with 37 CFR 1 .126 which requires 
the original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 
You have two claims numbered "4". Misnumbered claim 4 is now renumbered 5, and so 
on through misnumbered claim 25, now renumbered 26. Appropriate changes were 
also made to the independent claim referenced in each dependent claim. 

Claim Rejections • 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. The disclosed invention is inoperative and therefore lacks utility, and the 
specification is not enabling as explained below. 

4. Claims 1-26 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claims contain subject matter which was 
not described in the specification in such a way as to enable one skilled in the art to 
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which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

a. Figure 30 shows scissor jacks 140 of trailer 124 in the extended position. 
Addressing the scissor jack in the front right of the figure, the lower end of the 
scissor jack cross member closest to the wheel 144 is fixed to the trailer, while 
the lower end of the other associated cross member is slideably engaged in track 
172 of rail 170 atop bottom frame member 136. Both top ends of the cross 
members are fixed to top frame member 138, and there is no track 172 on the 
underside of top frame 138. The other sets of scissor jacks depicted are similarly 
secured. The scissor jack is immobile in this position and cannot move to the 
retracted position. In other words, the device is inoperable. 

b. In addition, please note, rail 172 can be seen atop bottom frame member 
136 in figures 3, 4, 7, 10, 11, 13, 15, and 31. If a second rail 172 were mounted 
to the lower side of top frame member 1 38, it would be visible in these figures 
(the absence is most conspicuous in the last three figures listed). 

c. Paragraph 77 of the specification states "Since each scissor jack 140 has 
its own track 172 permitting free movement of the un-pinned ends, as shown in 
more detail in FIG. 25, each scissor jack can collapse to its retracted position 
without interfering with the other scissor jacks" [underlining added for emphasis]. 
In order to be operative, each scissor jack would require its own pair of tracks 
172 (upper and lower) vice the track (singular) recited in the specification. 
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d. Below is an example of a scissor jack taken from US 6,974,123 B2 
(Latvyns) show only to illustrate a functional version of a similar scissor jack. 
Please note the sliding connection on both the lower and upper surfaces. 




e. No new matter should be entered. 

5. Claims 14-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The last line of claim 14 specifies a "support" 
connecting the mast support (1 86) to the mast dolly (1 28). It is unclear what the support 
is referring to. Is it kingpin 130? If so the lack of consistent terminology renders the 
claim indefinite. If it refers to something other than kingpin 130, what is it? 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

7. Claims 17 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
McGovney et al. (4,569,168). Regarding claims 17 and 18, McGovney et al. discloses 
an oil derrick comprising at least a substructure and a rig floor. The device is used by 
moving the rig floor unitarily (portable rig 120) onto a trailer from a substructure (column 
6, lines 45-50), moving the trailer carrying at least the rig floor, and moving the 
substructure separate from the trailer (substructure moveable separately, column 3, 
lines 41-43). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. Claims 1-5, 10, 1 1, and 20-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McGovney et al. (US 4,569,168) and Luth (US 4,684,314). 
a. Regarding claims 1 and 5, 

i. McGovney et al. discloses a self-elevating substructure for a 
portable oil derrick. The substructure (20) of the device comprises: a 
bottom frame (22), a top frame (26), and a structure (24) operable 
associated with the top and bottom frames for moving the frames towards 
and away from each other. The substructure is designed to be 
transported in its collapsed position on a single truck (column 2, lines 39- 
40). The advantages of McGovney et al's device include: being 
adjustable from a "collapsed oil rig loading position to an elevated oil rig 
supporting position" (column 1, lines 8-10), creating "a working space 
about the oil wellhead" (column 2, line 55), and providing a substructure of 
a low profile (column 3, lines 41-43). 

ii. McGovney et al.'s device is not a trailer and does not have a 
moving means attached to the bottom frame to allow the trailer to be 
moved along the support surface. 

iii. Luth discloses a pipe handling apparatus that comprises a trailer 
(3) with moving means (conventional wheel and axle assemblies 5) 
attached to the bottom frame so that the device is transportable (column 2, 
line 3). 



Application/Control Number: 10/769,370 Page 7 

Art Unit: 3652 

iv. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to combine the collapsible, portable 
substructure of McGovney et al. with the trailer and moving means to Luth. 
The combined device would be transportable, with a low profile for 
transportation, and be capable of creating a working space about the 
wellhead. 

b. Regarding claim 2, McGovney et al.'s device can temporarily fix the position 
of the top and bottom frames by insertion of locking pins (64) through apertures 
(48 and 49)(column 5, lines 41-51 ). 

c. Regarding claims 3 and 10, Luth's device further comprises a hydraulic 
piston (109) for moving the top (19) and bottom (15) frames relative to one 
another (column 7, lines 38-45). 

d. Regarding claim 4, McGovney et al.'s structure includes a bifurcated 
intermediate support frame (24) with first and second traveling frames (24a and 
24b) that are a scissor jack. Alternatively, the combined device could have used 
the more conventional scissor jack (21 ) of Luth. 

e. Regarding claim 1 1 , McGovney et al.'s structure further comprises an 
alignment mechanism operative to align top frame with the surface of the oil rig 
(column 6, line 40 to column 7 line 8). 

f. Regarding claims 20 and 21 , the combined device of McGovney et al. and 
Luth would operate by: disassembling the oil rig (120 of McGovney et al.) to form 
a top portion (McGovney et al. portable rig 120) and a bottom portion 
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(substructure lift 20), and transporting the top portion separately form the bottom 
portion (see McGovney et al. Operation at column 6, lines 40-50). The device 
would further operate by the top portion comprising a rig floor and mast 
(McGovney et al. portable rig 120), the bottom portion comprising a substructure 
(substructure lift 20), and transporting the rig floor on a trailer (column 6, lines 45- 
50). 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Luth and 
McGovney et al. as applied to claim 1 above, and further in view of Elliston (US 
4290495). Elliston discloses a mobile drilling rig on a skid to facilitate transport on a 
barge (paragraph 42). It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to combine the skid of Elliston with the combined 
device of McGovney et al. and Luth in order to facilitate transport of the device on a 
barge. 

1 1 . Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGovney et al. in view of Luth, as applied to claim 1 above, and further in view of 
Manten (US 4,368,602). Manten discloses a mobile drilling rig with a track that 
improves the transportation conditions (column 1 , lines 64-66). It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to combine 
the track of Manten with the combined device of McGovney et al. and Luth in order to 
improve transportation conditions. 
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12. Claims 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGovney et al. in view of Luth as applied to claim 1 above, and further in view of 
Mobley (US 6,460,468 B1). Mobley discloses a device (a "improved truck-train system") 
including railroad wheels on a trailer and jeep (fifth wheel unit 24) to gain the advantage 
of transporting by rail (column 1 , lines 14-1 5). The jeep unit is connected to the trailer 
when removed from the railroad track to facilitate movement by surface (column 7, lines 
58-64). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the railroad wheels, and jeep of Mobley with the 
combined device of McGovney et al. and Luth in order to transport by rail and by 
surface. 

13. Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over McGovney et al. in view of Luth, Hutchison et al. (4,591 ,006), and Busse 
(4,021,978). 

a. Regarding claims 22-23, McGovney et al. discloses a self-elevating 
substructure for a portable oil derrick. The top portion comprises a rig floor and a 
mast (120, see figure 2 with rig floor visible resting on top frame 26). The bottom 
portion is substructure (20). The substructure is designed to be transported in its 
collapsed position on a single truck (column 2, lines 39-40). The top portion 
(120) may be transported on a trailer (column 6, lines 45-50). The advantages of 
McGovney et al's device include: being adjustable from a "collapsed oil rig 
loading position to an elevated oil rig supporting position" (column 1, lines 8-10), 
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creating "a working space about the oil wellhead" (column 2, line 55), and 
providing a substructure of a low profile (column 3, lines 41-43). 

b. McGovney et al. does not disclose: 

attaching the trailer to a vehicle by at least one jeep, 

moving said substructure under its own power, 

disconnecting the mast from the rig floor, 

pivoting the mast on a kingpin by means of a draw works, and 

loading the mast at least partially on a mast support and a mast dolly. 

c. Hutchison et al. discloses a mobile drilling rig that has the advantage of 
being fully mobile (column 2, lines 50-54). The device serves as both the base 
and the mast of the oil rig. 

d. Busse et al. discloses a mobile drilling rig that has the advantage of a 
mast that is itself a trailer (column2, lines 9-10) facilitating "roading and rapid 
assembly and disassembly at the well site (column 1 , lines 1 5-1 7). Busse et al. 
teaches: a mast (column 8, lines 3-32) that is itself a trailer attachable by at least 
one jeep (bogie 180), a mast detachable from the rig floor (50), a mast that pivots 
on a kingpin (trunnion engaging means 110, column 9, line 66 to column 10, line 
16) as raised by a draw works, and at least partially loading the mast on a mast 
support (120) and mast dolly (108). 

e. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the devices of Busse et al., Hutchison et al., and . 
McGovney et al. The self propelled device of Hutchison et al. could be 
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incorporated into the substructure of McGovney et al. so that the substructure 
could move under its own power, gaining the advantage of being fully mobile. 
The device would be further improved by incorporating the following properties of 
Busse et al.: making the mast itself a trailer attachable by at least one jeep, 
making the mast detachable from the rig floor, making the mast pivot on a 
kingpin as raised by a draw works, and at least partially loading the mast on a 
mast support and mast dolly. Incorporating these aspects of Busse et al.'s 
device would gain the further advantages of rapid assembly and disassembly. 

14. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Claims 14 and 15 cannot be examined for indefiniteness; 
however, Busse et al. (US 4,021 ,978) may be relevant prior art for these claims. Busse 
et al. discloses a mast that functions as a trailer for itself, with a mast dolly (bogie 108) 
and a mast support (120). 

15. Claims 12, 13, 16, 19, and 24-26 may be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Phil J. Kauffman whose telephone number is (571)272- 
2305. The examiner can normally be reached on M-F 6:15-3:45 off alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen Lillis can be reached on (571)272-6928. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

1 7. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




